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REMARKS 

Reconsideration and withdrawal of the restriction requirement are respectfully requested. 

Reordering of Claims for Election Restriction Requirement 

The restriction requirement Is considered to impose an inappropriate grouping of the 
claims under relevant PCT guidelines as set forth in that it fails to provide a consistent grouping 
of the claims that reflect a complete embodiment of the invention as claimed by the inventors. 
For example, the claim to a process of making the compound of General Formula I recited in 
Claim 1 is recited in Claim 3, whereas Claim 14 includes a method of use of the compound of 
General Formula I recited in Claim 1 . These all encompass a single inventive grouping, that is, 
1) a compound, 2) process for making the compound, and 3) an independent claim for use of 
that product. The inclusion in the grouping of a use of the product as a pharmaceutical 
compound is anticipated and permitted under the rules, including PCT Rules 13.1 and 13.2 and 
Annex B. 

Traversal of the Restriction Requirement 

It is respectfully suggested that an improper standard has been applied with respect to 
the restriction requirement. The correct standard for a PCT application "unity of invention" is set 
forth in the text of the Office Action, That is, certain groups of inventions are specifically 
permitted to be claimed together in one application in (i), for example, a product, an 
independent claim for a process for manufacturing the product and an independent claim for a 
use of the product. These three sets of independent claims correspond to Claims 1 (and 7), 3 
and 14, respectively as reordered above. 

The restriction requirement seems to imply that it is based on an indication that there is 
no "special technical feature" that links the products together. Applicants respectfully disagree. 
First the product is a chemical compound, (generally recited in Claim 1 and more specifically in 
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Claim 2). Claim 3 recites a process for the preparation of the same compound recited in Claim 
1, and is specially designed for manufacturing (synthesizing) that product. Claim 14 is a 
straightfonward method of use of that product for the purpose of treating the specified diseases 
or conditions in a patient. The product is a direct result of carrying out the process recited in 
Claim 3, and is specifically designed and limited to the process for manufacturing that product 
only. Significantly, following every process step by step, the process will only produce that 
claimed product, It is respectfully submitted that this meets the definition of "a process specially 
adapted for manufacture of said product" as set forth in Annex B Part 1 (e) of the PCT Rules. 
Thus, the lack of unity was improperly determined and Applicants respectfully request its 
reconsideration and withdrawal. 

In further support of the improper application of the PCT Rules for unity of invention, 
Applicants submit herewith a copy of the Written Opinion of the International Preliminary 
Examining Authority (the European Patent Office, or EPO), Exhibit A attached hereto. The PCT 
Written Opinion not only has examined afl the claims without instituting a lack of unity objection, 
but has also indicated that the majority of the claims have novelty and utility, and also that an 
inventive step is present for all claims. One tenet of administrative law is that a regulatory 
agency, in this case the EPO, is considered to have followed its regulatory rules in making a 
determination, Thus, the lack of a unity of invention objection should be given deference and 
the restriction requirement should be withdrawn, and all claims should be examined. 

Even if the more rigorous USPTO standard for species restriction requirements is used, 
the requirement is improper. In a recent Federal Circuit opinion, the basis was again set forth 
on which a restriction requirement is proper under U.S. Patent Laws and Regulations: 

"...The Patent Office can issue a restriction requirement if it 
finds that two or more inventions claimed in a patent 
application are "independent and distinct." 35 U.S.C. § 121 
(1994). A process and apparatus (tool) for its practice can be 
restricted if either "the process as claimed can be practiced by 
another materially different apparatus or by hand" or "the 
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apparatus as claimed can be used to practice another and 
materially different process." Man. Pat Examining Proc. § 

806.05(e) (7'*' ed. 1998) " Helifix Ltd. v. Blok-Lok Ltd .. 

1305 (Fed.Cir, 2000) 54 USPQ2d 1299, 1305. See also, 
Applied Materials Inc. v. Advanced Semiconductor l\/1aterials 
(Fed.Cir. 1996) 40 USPQ2d 1481. 

The restriction requirement is improper because the application claims have not been 
shown to be independent and distinct inventions. Specifically, a form rule has been applied 
without any study of the similarity in the embodiments of the invention as daimed, and a 
statement that the compound structures, process of making and methods of use, as well as 
intermediaries are said to be so varied and dissimilar that they relate to different inventions. 
The underlying basts for this conciusory statement is that purportedly the claims would be 
classified in different classes, but no class/subclass definitions are set forth to allow the 
Applicants any clear understanding of the reasons why the requirement is being imposed. 
Moreover, the statement of "different inventions" simply does not meet the facts. 

The two requirements for a proper restriction, that is, that the inventions of Groups I 
and li are both independent md distinct, fail to have been met, and the restriction requirement 
is respectfully suggested to be improper. Thus, lacking an independent and distinct status the 
compositions of the listed Groups are shown to be linked and as Claim 1 is a generic claim, 
upon a finding of patentability will provide the basis of allowance for the remaining dependent 
claims. 

Thus, It is respectfully suggested that an improper standard has been applied in this 
restriction requirement, and reconsideration and withdrawal of the requirement are respectfully 
requested. 

Provisional Election 

Accordingly, Applicants choose modified Group 1, Claims 1-3, 7 and 14 for further 
prosecution in this application. For purposes of an election based on the grouping of claims set 
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forth in the Office Action only, Applicants provisionally elect Group I, Claims 1 , 2 and 7, drawn to 
a compound and to a corresponding pharmaceutical composition. Applicants reserve the 
opportunity to file one or more divisional applications on the remaining Group claims In the 
future. 

Further Provisional Election of Species 

For purposes of election of a single species requirement, Applicants elect the following 

Compound, also recited in Claim 2 and described In the specification as EXAMPLE 6 on page 43 

of the specification as originally filed: 

(2-Methoxy-1 0-(4-Methyiprpera2in-1 -y[methyl)-5-thia-4b-aza-indeno[2, 1 - 
a]indene-5,5-dioxide) 

for further prosecution in this application. Applicants further rely of a showing of patentability of 
the generic compounds as recited in Claim 1 as support for the patentability of all non-elected 

species. 

Petition for a One (1) Month Extension of the Response Deadline 

Whereas the mail date of the of this Election/Restriction requirement was June 15, 2009, 
and a shortened statutory period for timely filing of a response expired one (1) month from the 
mailing date on July 15, 2009, the Applicant hereby seeks a one (1) month extension of the 
statutory response deadline, extending the deadline from July 15, 2009, up to and through 
August 15, 2009. Provision for payment of the extension fee is being submitted herewith in 
addition to the AUTHORIZATION TO PAY AND PETITION FOR ACCEPTANCE OF ANY 
NECESSARY FEES submitted at the beginning of the this paper to address any deficiencies or 
overages In fee payments. 
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The examiner is invited to contact the undersigned with any inquiries regarding this 
submission. 



Date: August 1 1 . 2009 



IpHorgan Ltd. 

1130 Lake Cook Road, 

Suite 240 

Buffalo Grove, IL 60089 



Respectfully submitted, 




Sean ^.'Swidler (Reg. No. 49033) 
Attorney for Applicants 



Tel: 847-808-5500 
Fax: 847-808-7238 
Email: mail@iphorgan.net 
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